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DETAILED ACTION 

This Office Action is a response to Applicant's Amendment and Remarl<s filed 
February 6, 2009. 

Claims 19 and 22-25 have been amended. 
Claims 19-25 are pending in the instant application. 
Claims 19-25 have been examined on the merits. 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found In a prior Office action. 

Nucleotide Sequence Disclosures 

In the previous Office Action mailed November 7, 2008, it was noted that the 
instant application failed to comply with the requirements of 37 C.F.R. §1.821-1.825 
because pages 13, 17, and 36 of Applicant's disclosure contained sequences which fall 
under the purview of 37 CFR 1.821 through 1.825 as requiring SEQ ID NOs., but which 
are not so identified. 

In response to this requirement. Applicants amended page 17 and 36 to comply 
with the sequence rules. However, Applicants contend that the sequences recited on 
page 13 are variants of SEQ ID NO:3 and thus are not presented as independent 
sequences and therefore do not need their own SEQ ID NO. 

This response has been fully considered, but is not found persausive because 
although the sequences recited on page 13 are variants of SEQ ID N0:3, they still 
require individual SEQ ID NOs. Applicant is reminded that 37 C.F.R. §1.821-1.825 
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(a) Nucleotide and/or amino acid sequences as used in §1 .821 through 
1 .825 are interpreted to mean an unbranched sequence of four or more 
amino acids or an unbranched sequence of ten or more nucleotides. 
Branched sequences are specifically excluded from this definition. 
Sequences with fewer than four specifically defined nucleotides or amino 
acids are specifically excluded from this section. 

(b) Patent applications which contain disclosures of nucleotide and/or 
amino acid sequences, in accordance with the definition in paragraph (a) 
of this section, shall, with regard to the manner in which the nucleotide 
and/or amino acid sequences are presented and described, conform 
exclusively to the requirements of §1 .821 through 1 .825. 



In view of this disclosure, the sequences recited on page 13 require their own 
SEQ ID NO. Appropriate correction is required. 



Claim Rejections - 35 USC §112 

In the previous Office Action mailed November 7, 2008, claims 19-25 were 
rejected under 35 U.S.C. 112, second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. This rejection is withdrawn in view of Applicant's Amendment to the 
claims filed February 6, 2009. Specifically, the Examiner is withdrawing this rejection in 
view of Applicant's Amendment to the claims to spell out the term "TGF-pRn". 



In the previous Office Action mailed November 7, 2008, claims 19-25 were 
rejected under 35 U.S.C. 112, second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter which applicant regards as 
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the invention. This rejection is maintained for the reasons of record set forth in the 
previous Office Action mailed November 7, 2008. 

Response to Arguments 

In response to this rejection, Applicants argue that claim 19 has been amended 
to provide more descriptions for clarification purposes and for correcting informalities. 
Applicants contend that in view of this amendment, the steps involved in the "use" claim 
are clearly recited. 

Applicant's arguments have been fully considered, but are not found persuasive 
because the claim does not set forth any steps involved in the method/process, it is 
therefore unclear what method/process Applicant is intending to encompass. Applicant 
is reminded that a claim is indefinite where it merely recites a use without any active, 
positive steps delimiting how this use is actually practiced. It is noted that this rejection 
can be obviated by claiming "A method of or "A process of, for example. 

Claim Rejections - 35 USC § 101 

In the previous Office Action mailed November 7, 2008, claims 19-25 were 
rejected under 35 U.S.C. 101 because the claimed recitation of a use, without setting 
forth any steps involved in the process, results in an improper definition of a process, 
i.e., results in a claim which is not a proper process claim under 35 U.S.C. 101. See for 
example. Ex parte Dunki. 153 USPQ678 (Bd.App. 1967) and Clinical Products. Ltd. v. 
Brenner. 255 F. Sudd. 131. 149 USPQ 475 rP.D.C. 1966) . 
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This rejection is maintained for the reasons of record set forth in the previous 
Office Action mailed November 7, 2008. 

Response to Arguments 

In response to this rejection, Applicants argue that claim 19 has been amended 
to provide more descriptions for clarification purposes and for correcting informalities. 
Applicants contend that in view of this amendment, the steps involved in the "use" claim 
are clearly recited. 

Applicant's arguments have been fully considered, but are not found persuasive 
because the claim does not set forth any steps involved in the method/process, it is 
therefore unclear what method/process Applicant is intending to encompass. Applicant 
is reminded that a claim is indefinite where it merely recites a use without any active, 
positive steps delimiting how this use is actually practiced. See for example. Ex parte 
Dunki. 153 USPQ 678 (Bd.Aop. 1967) and Clinical Products. Ltd. v. Brenner. 255 F. 
Supp. 131. 149 USPQ 475 (D.D.C. 1966) . It is noted that this rejection can be obviated 
by claiming "A method of or "A process of, for example. 

Claim Rejections - 35 USC § 102 

In the previous Office Action mailed November 7, 2008, claims 19-25 were 
rejected under 35 USC 102(b) as being anticipated by WO 03/000656 A2. This 
rejection is maintained for the reasons of record set forth in the previous Office Action 
mailed November 7, 2008. 
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Response to Arguments 

In response to this rejection, Applicants argue that claim 19 has been amended 
to provide more descriptions for clarification purposes and for correcting informalities. 
In view of this amendment. Applicants argue that Murray do not teach or suggest that 
the TGF-pRII antisense oligonucleotides of their invention might be useful in treatment 
of neuronal disorders. Instead, Applicants contend that Murray merely teaches that the 
TGF-pRII antisense oligonucleotides of their invention are used for treatment of 
diseases that are associated with TGF-pRII expression, such as cancerous diseases or 
activation of the immune system. Applicants argue that Murray only shows that the 
antisense oligonucleotides of their invention affect the expression of TGF-pRII in cell 
lines in cell culture and does not show that the effect of the antisense oligonucleotides 
to reduce expression of TGF-pRII is connected to a real curative effect, as detailed in 
Applicant's invention. 

This argument and contention have been fully considered, but are not found 
persuasive because it is noted that the claims recite an intended use, namely the 
promotion for successful regeneration and functional reconnection of damaged neural 
pathways in a mammal. Applicants argue that Murray does not teach or suggest such a 
use. Applicant is reminded that the recitation of the intended use of the claimed 
invention must result in a structural difference between the claimed invention and the 
prior art in order to patentably distinguish the claimed invention from the prior art. If the 
prior art structure is capable of performing the intended use, then it meets the 
functionality of the claim(s). Therefore, because the TGF-pRII antisense 
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oligonucleotides of Murray are capable of promoting for successful regeneration and 
functional reconnection of damaged neural pathways in a mammal, they meet the 
claimed functionality and thus anticipate the claimed invention. 

Therefore, absent evidence to the contrary, Murray anticipate claims 19-25. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Terra C. Gibbs whose telephone number is 571-272-0758. 
The examiner can normally be reached from 9 am - 5 pm M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James "Doug" Schultz can be reached on 571-272-0763. The fax phone 



Application/Control Number: 10/597,813 
Art Unit: 1635 



Pages 



number for the organization wliere tliis application or proceeding is assigned is 571-273- 
8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status information 
for unpublished applications is available through Phvate PAIR only. For more information 
about the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic Business Center (EBC) at 866- 
217-9197 (toll-free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786-9199 (IN 
USA OR CANADA) or 571 -272-1 000. 

Patent applicants with problems or questions regarding electronic images that can be viewed in the 
Patent Application Information Retrieval system (PAIR) can now contact the USPTO's Patent 
Electronic Business Center (Patent EBC) for assistance. Representatives are available to answer 
your questions daily from 6 am to midnight (EST). The toll free number is (866) 217-9197. When 
calling please have your application serial or patent number, the type of document you are having an 
image problem with, the number of pages and the specific nature of the problem. The Patent 
Electronic Business Center will notify applicants of the resolution of the problem within 5-7 business 
days. Applicants can also check PAIR to confirm that the problem has been corrected. The USPTO's 
Patent Electronic Business Center is a complete service center supporting all patent business on the 
Internet. The USPTO's PAIR system provides Internet-based access to patent application status and 
history information. It also enables applicants to view the scanned images of their own application file 
folder(s) as well as general patent information available to the public. 

For all other customer support, please call the USPTO Call Center (UCC) at 800-786-9199. 

/Terra Cotta Gibbs/ 
March 26, 2009 



/Sean R McGarry/ 

Primary Examiner, Art Unit 1635 



